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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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1 )E3 Responsive to communication(s) filed on 31 October 2003 . 
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4) E3 Claim(s) 1-28 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-28 is/are rejected. 
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Application Papers 
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DETAILED ACTION 
Oath/Declaration 

The oath or declaration is. defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not state that the person making the oath or declaration believes the 
named inventor or inventors to be the original and first inventor or inventors of 
the subject matter which is claimed and for which a patent is sought. 

It does not state that the person making the oath or declaration acknowledges 
the duty to disclose to the Office all information known to the person to be 
material to patentability as defined in 37 CFR 1 .56.lt does not state that the 
person making the oath or declaration has reviewed and understands the 
contents of the specification, including the claims, as amended by any 
amendment specifically referred to in the oath or declaration. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,2,4,6-12,15-20,22,23,26-28 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kirmse et al. (US Pub #2002/0086732). 
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Regarding claim 1,19,27: Kirmse discloses a method for enabling a user to play 
an online game with a friend selected from a friends list of the user, comprising the 
steps of: (a) enabling the user to select a friend from the friends list of the user; (b) 
enabling the user to selectively do one of the following: (i) send an invitation to the 
friend selected from the friends list, to join the user in playing in an online game 
currently loaded for play by the user, even if the friend is currently playing a different 
online game (abstract); and (ii) join the friend in playing an online game being played by 
the friend, even if the friend is currently playing a different online game than the online 
game currently loaded for play by the user; (c) if the invitation was sent and was 
accepted by the friend, connecting the friend who was invited, in playing the online 
game currently loaded for play by the user; and (d) if the user chose to join the friend in 
playing, connecting the user to play the online game being played by the friend (pg. 1 , 
0008, pg. 4, 0044). 

Regarding claim 2,4 ,20: Kirmse discloses the method of Claim 1, wherein if the 
user chose to join the friend in playing the online game being played by the friend, and if 
the online game currently loaded for play by the user is different than the online game 
currently being played by the friend, further comprising the step of: (a) causing data 
identifying the online game currently being played by the friend and a game session 
currently being played by the friend to be stored in a non-volatile storage; (b) prompting 
the user to load the online game currently being played by the friend (pg. 4, 0043); and 
(c) automatically comparing the online game being played by the friend as indicated by 
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the data stored in non-volatile storage with the online game just loaded by the user, and 
enabling the user to join in playing the online game being played by the friend if: (i) the 
online game just loaded by the user is the same as the online game currently being 
played by the friend; (ii) the current online opening for the user to play; and (iii) the 
online game concluded, game session of the friend has an session of the friend has not 
yet (pg. 3, 0035, pg. 4 0046) 

Regarding claim 6,22: Kirmse discloses the method of Claim 1 , wherein if the 
online game currently loaded by the user is the same as the online game currently 
being played by the friend selected from the friends list, the user and the friend are 
immediately connected in playing the online game if: (a) the friend accepts the invitation 
from the user and there is still an opening for the friend to play in any game session of 
the online game that was being played when the friend was invited to play; or (b) the 
user chooses to join in playing the online game currently being played by the friend and 
there is still an opening for the user to play in the game session that was active when 
the user chose to join the friend in playing the online game of the friend (pg. 4, 0040, pg. 
5,0051). 

Regarding claim 7,23: Kirmse discloses the method of Claim 1, further 
comprising the step of displaying the invitation from the user to the friend (pg. 4, 0045). 

Regarding claim 8,10,11: Kirmse discloses the method of Claim 1, further 
comprising the steps of." (a) enabling the user to host the online game and to determine 
parameters related to the play of the online game; and (b) enabling the user to 
selectively determine, as one of the parameters, that one or more openings for other 
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players to play the online game will be filled by friends included in the friends list of the 
user (pg. 5, 0058). 

Regarding claim 9,25: Kirmse discloses the method of Claim 8, further 
comprising the step of enabling the user to send a plurality of invitations to friends 
included in the friends list of the user, to play the online game currently loaded by the 
user (pg. 4, 0039, pg 10, 0099). 

Regarding claim 12: Kirmse discloses the method of Claim 1, further comprising 
the step of enabling the user to selectively add an online player to the friends list of the 
user by: (a) sending a request to the online player to add the online player to the friends 
list of the user; and (b) if the online player selectively accepts the request, automatically 
adding the online player to the friends list of the user, and automatically adding the user 
to the friends list of the online player (pg. 10, 0100). 

Regarding claim 15: Kirmse discloses the method of Claim 1, further comprising 
the step of enabling the user to selectively add an online player to the friends list of the 
user by: (a) sending a request to the online player to add the online player to the friends 
list of the user; and (b) if the online player selectively accepts the request, automatically 
adding the online player to the friends list of the user, and automatically adding the user 
to the friends list of the online player (pg. 4, 0044, pg. 10, 0100). 
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Regarding claim 16: Kirmse discloses the method of Claim 1, further comprising 
the step of enabling the user to set a plurality of options that control an interaction 
between the friend selected in the friends list and the user during play of online games 
(pg. 5, 0058, pg. 10, 0101). 

Regarding claim 17,26: Kirmse discloses the method of Claim 1, further 
comprising the step of displaying information related to online game play for each friend 
on the friends list (fig. 9, pg. 3, 0036). 

Regarding claim 18: Kirmse discloses a memory medium on which are stored 
machine readable instructions for carrying out the steps of Claim 1 (pg. 2, 0029). 

Regarding claim 28: Kirmse discloses a method for enabling a user to join a 
friend in playing an online game, comprising the steps of: (a) enabling the user to select 
a friend to join in playing the online game from a friends list of the user; (b) enabling the 
user to select an option to join the friend in playing the online game; (c) if the user has 
been using a different online game: (i) temporarily storing data identifying the online 
game that the friend is playing, while the user loads the online game currently being 
played by the fiiend; (ii) automatically accessing the data that were temporarily stored; 
and (iii) automatically connecting the user to play the online game currently being 
played by the friend; and (d) if the user has been using the same online game as the 
friend is currently playing, automatically connecting the user to play the online game 
currently being played by the friend (abstract, pg. 5, 0051, pg. 6,0060). 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3,5,13,14,21,24 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kirmse. 

Regarding claims 3,5,14,21,24: Kirmse teaches the method of Claim 2, and is 
fully capable wherein the data stored in the non-volatile storage are disregarded when 
the online game currently being played by the friend is loaded by the user, if more than 
a predefined interval of time has elapsed since the data identifying the online game and 
the online game session being played by the friend were stored in the non-volatile 
storage. It is well known in the art that from sending a invitation a certain time can 
elapse before it is disregarded as in a RSVP, or when you try to link to a website and it 
does not respond by timing out. It would have been obvious to one of ordinary skill in 
the art to have a predetermined time set for an invited users to respond so that the 
inviter would not wait indefinitely for a response. 
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Regarding claim 13: Kirmse teaches the method of Claim 12, except further 
comprising the step of enabling the user to cancel the request for the online player to be 
added to the friends list of the user if the online player has not yet accepted the request 
Where it is well known in the art to restrict communication between users if one user 
does not agree to communications with the other for privacy or not being bothered by 
unwanted solicitations. It would have been obvious to one of ordinary skill in the art to 
allow a user to keep unwanted users from contacting them or letting other users disturb 
them for there own privacy and state of mind. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Gatz et al. (US Pub #2002/0049806) discloses a blocking list to keep unwanted 
users from contacting a users account. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alan Cross whose telephone number is 571-272-5529. 
The examiner can normally be reached on 8-4 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bob Pezzuto can be reached on 571-272-6996. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 

ARC 571-272-5529 
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